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Before MURRIEL E. CRAWFORD, ANTON W. FETTING, and BIBHU R. 
MOHANTY, Administrative Patent Judges. 

MOHANTY, Administrative Patent Judge. 



DECISION ON APPEAL 



The two-month time period for filing an appeal or commencing a civil 
action, as recited in 37 C.F.R. § 1.304, or for filing a request for rehearing, 
as recited in 37 C.F.R. § 41.52, begins to run from the "MAIL DATE" 
(paper delivery mode) or the "NOTIFICATION DATE" (electronic delivery 
mode) shown on the PTOL-90A cover letter attached to this decision. 
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STATEMENT OF THE CASE 
The Appellants seek our review under 35 U.S.C. § 134 (2002) of the 
final rejection of claims 1, 6 and 8-18 which are all the claims pending in the 
application. We have jurisdiction under 35 U.S.C. § 6(b) (2002). 



SUMMARY OF THE DECISION 

We AFFIRM. 

THE INVENTION 

The Appellants' claimed invention is directed to a computerized 
trading system for allowing transactions in instruments relating to term- 
based concepts in a networked computer system (Spec. 1:10- 12). Claim 1, 
reproduced below with some numbering in brackets added, is representative 
of the subject matter of appeal. 

1. In a computerized system for allowing transactions in an 
instrument, the instrument being associated with one or more term- 
based concepts, a method for determining a payoff on the instrument, 
the method comprising: 

determining a set of terms for a term-based concept, wherein 
each of the terms for the term-based concept relate to a theme, each of 
the terms being usable in a computerized search to locate information; 

[1] determining a value of the term-based concept based at least 
in part on a demand for at least one term from the set of terms during 
one or more computerized searches related to the at least one term; 

[2] determining a value of the instrument based at least in part 
on the value of the term-based concept at a first time; and 

determining the payoff based on a value determined for the 
instrument at a time of payoff or based on a value determined for the 
term-based concept at the time of payoff, wherein the time of payoff 
chronologically follows the first time. 
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THE REJECTIONS 

The Examiner relies upon the following as evidence in support of the 
rejections: 

Davis US 6,269,361 Bl Jul. 31, 2001 

Experimental Markets for Products Concepts. Paper 149. Nicholas T. 
Chan et al. eBusiness @ MIT. July 2001. 

The following rejections are before us for review: 
1. Claims 1, 6, and 8-18 are rejected under 35 U.S.C. § 103(a) as 
unpatentable over Davis and Experimental Markets. 

THE ISSUES 

At issue is whether the Appellants have shown that the Examiner 
erred in making the aforementioned rejections. 

This issue turns on whether Davis discloses claim limitation [1] as 
identified in claim 1 above, or a similar limitation which is present in claims 
13 and 16-17. 

FINDINGS OF FACT 
We find the following enumerated findings of fact (FF) are supported 
at least by a preponderance of the evidence: 1 

FF1. Davis has disclosed a system and method for influencing a position on 
a search result list generated by a computer network search engine (Title). 



'See Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1427 (Fed. Cir. 1988) 
(explaining the general evidentiary standard for proceedings before the 
Patent Office). 
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FF2. Davis has disclosed that the system enables information providers 

using the Internet to influence a position for a search listing within a search 

result list generated by an Internet search engine (Abstract). 

FF3. Davis has disclosed that the network information provider influences 

the position for a search listing through a continuous online bidding process 

(Abstract). 

FF4. Davis has disclosed that: "The rank value generated by the bidding 
process determines where the network information providers listing will 
appear on the search results list page that is generated in response to a query 
of the search term by a searcher located at a client computer on the computer 
network. (Abstract). 

PRINCIPLES OF LAW 

"Section 103 forbids issuance of a patent when 'the differences 
between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said 
subject matter pertains.'" KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 406 
(2007). The question of obviousness is resolved on the basis of underlying 
factual determinations including (1) the scope and content of the prior art, 
(2) any differences between the claimed subject matter and the prior art, (3) 
the level of skill in the art, and (4) where in evidence, so-called secondary 
considerations. Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966). See 
also KSR, 550 U.S. at 407 ("While the sequence of these questions might be 
reordered in any particular case, the [Graham] factors continue to define the 
inquiry that controls.") In KSR, the Supreme Court emphasized "the need 
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for caution in granting a patent based on the combination of elements found 
in the prior art" id. at 415-16. 

ANALYSIS 

The Appellants argue that the rejection of claim 1 is improper because 
Davis fails to disclose elements of claim limitation [1] identified above (Br. 
7). The Appellants argue that "Davis is directed to generating the rank value 
for search results and not search terms" and that "[t]he Examiner incorrectly 
equates the search listing to a search term" (Br. 9). The Appellants argue 
that in claim 1 the "value of the term based concept" relates to the search 
term, not the search results (Br. 9). 

In contrast the Examiner has determined that Davis discloses the cited 
claim limitation (Ans. 11-14). 

We agree with the Examiner. Claim 1 requires in part claim 
limitation [1] which requires: 

determining a value of the term-based concept based at least in part on 
a demand for at least one term from the set of terms during one or 
more computerized searches related to the at least one term 
(Claim 1, emphasis added). 

Here, Davis has disclosed a system and method for influencing a position on 
a search result list generated by a computer network search engine (FF1). 
Davis has disclosed that: "The rank value generated by the bidding process 
determines where the network information providers listing will appear on 
the search results list page that is generated in response to a query of the 
search term by a searcher located at a client computer on the computer 
network (FF4). Thus, Davis has disclosed determining a value (the rank 
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value) based on demand (determined in the bidding process) during a 
computerized search related to at least one term (the query of a search term 
by a searcher) and meets the cited claim limitation. The Appellants have 
argued that "Davis is directed to generating the rank value for search results 
and not search terms'" (Br. 9, emphasis added) but the cited claim limitation 
contains no such limitation to "search results" that would exclude the 
computerized search (query) of Davis. 

For these reasons the rejection of claim 1 and its dependent claims is 
sustained. The Appellants have provided the same arguments for the 
remaining pending claims and the rejection of these claims is sustained for 
these same reasons. 

CONCLUSIONS OF LAW 
We conclude that Appellants have not shown that the Examiner erred 
in rejecting claims 1, 6, and 8-18 under 35 U.S.C. § 103(a) as unpatentable 
over Davis and Experimental Markets. 

DECISION 

The Examiner's rejection of claims 1, 6, and 8-18 is AFFIRMED. 
AFFIRMED 
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